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DETAILED ACTION 

This Office Action is in response to the Amendment filed May 23, 2008. All 
previous rejections have been withdrawn unless stated below. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. This Action is made NON-FINAL. 

Claims 

Claim Rejections - 35 USC § 102 - Anticipation (Previous Rejection) 

Claims 37-40, 43-50 and 53-56 were rejected under 35 U.S.C. 102(e) as being 
anticipated by Ojima et al. (US 7,029,717). The rejection is maintained in regards to 
claims 37-40, 43, 44 and 46. The reference is withdrawn in regards to claims 47-50 and 
53-56. 

Applicant's Arguments 

Applicant argues the Example used by the Examiner in the instant rejection does 
not evaluate taste masking but examines only discoloration. No indication of a 
relationship between discoloration and a bitter metallic taste is indicated. The Examiner 
has shown no anticipation of the "taste masking" effect of sucralose at the levels 
disclosed and claimed by Applicant. Ojima et al. has used levels of sucralose far in 
excess of those claimed by Applicant. The sucralose level is further limited by claims to 
15% of the amino acid weight as opposed to the 91 to 95% level disclosed by Ojima et 
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al. in taste masking evaluation and the 83% level in protein hydrolysate discoloration 
experiments by Ojima et al. Such excesses of sucralose and its sweetness would dwarf 
the taste of a minor component, the amino acids in Examples 17, 34 and 35, and in no 
way mirror the completely unobvious use by Applicant as a taste masking agent at the 
levels claimed. Applicant has clearly pointed out that the compositions are vastly 
different from that of Ojima et al. and are not as, Examiner claims, "substantially the 
same as the compositions of the instant claims." The statement by Examiner, see 
Remarks page 7, is not true as shown in Applicant's Table 1 , where neither sucralose, 
aspartame, sugar or saccharin masked the taste of the amino acid, arginine. Sugar did 
not mask the taste of arginine, even when used at an amount equal to that of the amino 
acid. This argument is partially persuasive and the rejection is withdrawn in regards to 
the method claims. 

Examiner's Response 

Although the Example does not evaluate taste masking, it is a composition that 
would exhibit similar properties as those recited in the instant claims. The reference 
teaches not less than 0.0001 parts by weight, this is the lower limit, not the higher limit. 
Therefore the compositions of the reference encompass the instant claims. The 
Examiner reminds Applicant that the instant claims not only recite a method for taste 
masking but also a composition, therefore the intended use of the composition or its 
components carries no weight in determining patentability. This is because the 
compositions of the reference, comprising sucralose and a protein hydrolysate or amino 
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acid, and therefore are substantially the same as the compositions of the instant claims. 
That being said the sucralose should be able to mask the taste of the protein 
hydrolysate or amino acid because the composition of the reference and the 
compositions of the instant claims are substantially the same. Although the reference 
does not disclose the sucralose as a taste masker, it is used as a sweetener and will 
improve the taste because it sweetens the compositions. 

2) Claims 44-46 and 54-56 were rejected under 35 U.S.C. 102(e) as being 
anticipated by Liu et al. (US 6,773,730). This rejection is maintained in regards to claims 
44, 46, 54 and 56. 

Applicant's Arguments 

Applicant argues the ratio of hydrolyzed zein ranges froml to 4 to 4 to 1 , but 
does not fall within or near the level Applicant has claimed. It is further noted that Liu et 
al. were unaware of the masking ability of sucralose and teach away from its use as 
they point out at col. 7, lines 9-10, that the "preferred bitterness masking agent is malt" 
at a level of 5-50%. This argument is not persuasive. 
Examiner's Response 

Liu et al. teach sucralose comprises 0.1% to 0.3% of the chewing gum, which is 
the zein gum. It is not clear how the ratio recited by Applicant ranging from 1 to 4 to 4 to 
1 was calculated. Based on the percentages disclosed by the reference, the reference 
encompasses the instant claims. Furthermore the claims recite a taste-masking agent, it 
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does not recite that the taste has to necessarily be a bitter-taste but encompasses an 
unpleasant taste. Therefore the sweeteners will add a sweet taste to the gum. 

Claim Rejections - 35 USC § 102 - Anticipation (New Rejection) 

Claims 37-44, 46-54 and 56 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Inoue et al. (WO 00/24273 published May 4, 2000, English translation US 
7,229,658). 

Inoue et al. disclose sucralose as a masking agent for foods comprising proteins 
(col. 20, lines 5-20). The amount of sucralose used ranges from 0.0001 to 0.01% by 
weight relative to the food (col. 24, lines 28-35). It is also used to mask the taste of 
amino acid or peptides, which are disclosed to have bitter tastes. These amino acids 
include valine, leucine, methionine and leucine-isoleucine. The peptides encompass 
protein hydrolysates (col. 23, lines 10-20). The sucralose may comprise 0.0001 to 0.5% 
by weight based on 100% by weight of the composition (col. 44, lines 5-11). Sucralose 
may also be used to mask the taste of preservatives used in food such as glycine, milt 
protein, and poly-lysine. Sucralose is added in a concentration ranging from 0.001 to 10 
parts by weight of the preservative (col. 68, lines 38-49). The reference anticipates the 
instant claims insofar as it discloses a composition and a method for masking the taste 
of amino acids and proteins comprising sucralose. 
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Claim Rejections - 35 USC § 103 - Obviousness (Previous Rejection) 

Claims 42 and 52 were rejected under 35 U.S.C. 103(a) as being unpatentable 
overOjima et al. (US 7,029,717) in view of Newsholme et al. (US 5,639,731). The 
rejection is maintained in regards to claim 42 and withdrawn in regards to claim 52. 

Applicant's Arguments 

Applicant argues that Example 45 does not evaluate taste masking but examines 
only discoloration of the sucralose. No indication of a relationship between discoloration 
and a bitter metallic taste is indicated. Ojima et al. do not use sucralose as a taste 
masking agent at the levels disclosed and claimed by Applicant. Applicants have limited 
their claims to 15% of the amino acid weight as opposed to the 91 to 95% level 
disclosed by Ojima et al. in taste masking evaluation and the 83% level in protein 
hydrolysate discoloration experiments by Ojima et al. When the equivalent of 1 gram of 
amino acid (methionine in Ojima et al.'s Example 17) is placed with a sweetener 
equivalent to 3000 g of sugar, Applicant agrees with examiner that no bitter taste would 
be noted, simply because of the dilution effect. However, Applicant has shown that a 10 
to 20 to 1 ratio, where it would be obvious to anyone, skilled or not, that only the very 
bitterest principles would not be diluted out beyond taste, is not equivalent to Applicant's 
claims which are completely unobvious. The compositions of the instant claims are not 
the same as the compositions of the reference. This argument is partially persuasive 
and the rejection is withdrawn in regards to the method claim 52. 
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Examiner's Response 

As discussed above the amount of amino acid or protein hydrolysate disclosed 
by the reference is the lower limit. The amount of amino acid or protein hydrolysate may 
exceed that of the sucralose as exemplified in Example 45. Even though this is an 
example for discoloration, it still encompasses the compositions of the instant claims. 
See Examiner's response above in response to the arguments for Ojima et al. above. 

Claims 37-44, 46-54 and 56 are rejected. 
No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LEZAH W. ROBERTS whose telephone number is 
(571 )272-1 071 . The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick F. Krass can be reached on 571-272-0580. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Lezah W Roberts/ 
Examiner, Art Unit 1612 



/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



